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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication, 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on 05 June 2006 , 
2a)D This action Is FINAL. 2b)|^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) EI Claim(s) 1-24,31 and 32 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1,2 and 21-24 Is/are rejected. 
?)□ Claim(s) 3-20, 31 and 32 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet{s) including the correction is required if the drawing{s) is objected to. See 37 CFR 1 .121 (d), 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-{d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed OfTice action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 
A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after allowance or after an Office 
action under Ex Parte Quayle. 25 USPQ 74, 453 O.G. 213 (Comm'r Pat. 1935). Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth In 37 CFR 1 .17(e) has been timely paid, prosecution in this application has 
been reopened pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 6/5/2006 has 
been entered. 

Claims 1-23, 31 and 32 are now pending. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process, of 
mal<ing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 21-24 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for method of use of compound of formula I, wherein 
R^ is compound of formula II, for treating HIV infection, does not reasonably provide 
enablement for method of use of compound of fomnula I, wherein R^ is other than 
formula 41, for treating HIV infection The specification does not enable any person skilled 
in the art to which it pertains, or with which it is most nearly connected, to use the 
invention commensurate in scope with these claims. Following apply. 
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Representative examples of structurally diverse compounds generically 
embraced in the invention are not shown to possess in vitro activity much less in vivo 
uses claimed herein. Instant genus of 1 ,3,5-triazine embrace compounds with 
substituents bearing plethora of structural cores and functional groups and other groups 
permitted at instant through R^ variables which include variously substituted 
monocyclic rings, bicyclic rings, tricyclic rings with variable ring sizes and variable 
heteroatoms variety of reactive functional groups generically embraced which could 
include COOH, OH ,SH, amido, sulfoxides, sulfones nitrile, carbamates etc. There is no 
reasonable basis for assuming that the myriad of compounds embraced by the claims 
will all share the same bioactivity profile since they are so structurally dissimilar as to be 
chemically non-equivalent and there is no basis in the prior art for assuming the same. 
Note In re Surrey 151 USPQ 724 regarding sufficiency of disclosure for Markush group. 
Also see MPEP 2164.03 for enablement requirements in cases directed to structure- 
sensitive art such as the pharmaceuticals. 

Thus, factors such as "sufficient working examples", "the level of skill in the art" 
and "predictability", etc. have been demonstrated to be sufficiently lacking in the instant 
case for the instant method of use. In view of the breadth of the claims, the chemical 
nature of the invention, the unpredictability of enzyme-inhibitor interactions in general, 
and the lack of working examples regarding the activity of the claimed compounds 
towards treating HIV infection of the instant claims, one having ordinary skill in the art 
would have to undergo an undue amount of experimentation to use the instantly 
claimed invention commensurate in scope with the claims. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
states. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Endermann etal., DE 10141271. 

Endemnann et al., teaches several triazinone compounds, which include 
compounds generically embraced in claims 1 and 2. See entire document, especially 
examples 14 and 15. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fincke et al., DE 2451899. 

Fincke et al., teaches several triazinone compound of fomiula I as fungicides, 
which include compounds generically embraced in claims 1 and 2. Note when R*^ is a 
alkoxycarbonyl radical, wherein the alkyi is 2 to 8 carbon, compounds taught by Fincke 
et al., include instant compounds See entire document, especially Table I, examples 35 
and 36. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Vulliet et al., J. Agric. Food Chem. 50, 1081-1088, 2002. 

See compound CI , C5, T1 and T4 shown in Table 4 and Table 5. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Yuan 
etal., Tetrahedron Letters. 37(12). 1945-1947. 1996. 
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See compound 5 shown in page 1947. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Dovlatyan et al.. Annyanskii Khimicheskii Zhurnal 33(11), 943-946, 1980 (CAPLUS 
Abstract provided). 

See two compounds shown in the CAPLUS Abstract. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Scott 
etaL.US 3,101,335 

See example VI 11. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Slotta et al., Berichte der Deutschen Chemischen Gesellschaft (Abteilung) B: 
Abhandlungen 628, 137-145, 1929 (CAPLUS Abstract provided). 

0 

See two compounds shown in the CAPLUS Abstract. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fomfis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later Invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fincke et al., DE 2451899. 

Teachings of Fincke et al. as discussed in the above 102 rejection is 
incorporated herein. As noted above, Fincke et al.. teaches several triazinone 
compound of formula I as fungicides, which include compounds generically embraced in 
claims 1 and 2. Note when is a alkoxycarbonyl radical, wherein the alkyi is 2 to 8 
carbon, compounds taught by Fincke et al., include instant compounds See entire 
document, especially Table I. examples 35 and 36. 

Fincke et al. differs form the instant claims in exemplifying only few carbamates 
bearing triazinone. 

However, Fincke et al. teaches equivalency of those compounds taught in pages 
5-33 with those generically recited in pages 1-5. 
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Thus it would liave been obvious to one having ordinary skill in the art at the time 
of the invention was made to make compounds using the teachings of Fincke et al 
including C2-C8 alkyloxy carbamates bearing triazinone and expect resulting compounds 
to possess the uses taught by the art in view of the equivalency teaching outline above. 

Allowable Subject Matter 

Claims 3-20, 31 and 32 are objected to as being dependent upon a rejected base 
claim, but would be allowable, bamng finding of any prior art in a subsequent search, if 
rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. 

Conclusion 

Any inquiry concerning this communication from the examiner should be 
addressed to Venkataraman Balasubramanian (Bala) whose telephone number is (571 ) 
272-0662. The examiner can normally be reached on Monday through Thursday from 
8.00 AM to 6.00 PM. The Supervisory Patent Examiner (SPE) of the art unit 1624 is 
James O. Wilson, whose telephone number is 571-272-0661. The fax phone number for 
the organization where this application or proceeding is assigned (571) 273-8300. Any 
inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571 ) 272-1 600. 

Information regarding the status of an application may be obtained from the 
Patent Application Infonnation Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAG. Status 
infomiation for unpublished applications is available through Private PAIR only. For 
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more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-2 17-9197 (toll-free). 



Venkataraman Balasubramanian 



9/4/2006 



